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ANNOUNCEMENT 


The completed volumes of The TRADE-MARK 
REPORTER may be had in a BUCKRAM 
BINDING, as well as in CLOTH. 


Most of our subscribers have completed their 
sets of bound volumes. Have you? If not, con- 
sult the price list below. 

If your monthly issues are in good condition, 
we will exchange them for a bound volume. The 
charge is nominal and merely covers the cost of 


binding. 


BOUND VOLUMES 


Exchange for 
New monthly issues 


Brown Cloth, $5.00 $2.50 
Brown Buckram, 5.50 2.75 


Books will be shipped by cheapest method. 
Transportation is added to the above prices. 











aus 





CONTENTS 


United States Circuit Court of Appeals, Third Circuit: 
Eli Lily & Co. v. Wm. R. Warner & Co 


United States District Court, Southern District of New York: 


Harold Wesson et al. v. J. L. Galef, Aaron Newmark and 


Emil Edward Gluck 


New York Supreme Court, Appelate Division, 
First Department: 
Edward J. Clode v. Charles Scribner’s Sons 


Supreme Judicial Court of Massachusetts: 


Page et al. v. Page & Shaw Chocolate Co. et al. ...... 


Supreme Court of Louisiana: 


Coca-Cola Co. et al. v. Vivian Ice, Light & Water Co. 


St. Louis Court of Appeals, Missouri: 


State v. Ludwig 


Decisions of the Commissioner of Patents 








02. 06 AUN 


©re529112 @ 


Published 


bp the 


Gnited States Trade-Mark Association 


AT 187-189 COLLEGE ST., BURLINGTON, VT. 
AN ORGANIZATION FOR THE PROTECTION OF TRADE-MARKS AND TRADE-NAMES 
Editorial Office 
82 NASSAU STREET, NEW YORK 
Organized 1878 
Medal, World's Columbian Exposition, 1893 Grand Prix, Paris Exposition, 1900 











OFFICERS OF THE ASSOCIATION 
PRESIDENT 
BBBRHARD FABER ...ccccccccccccccces 200 Fifth Avenue, New York 


De. 2: Te, Ba 8 hbo seemnemsasLrk eens eee 8? Pearl Street, New York 


TREASURER 
iba. BEEING . 6 FRA RAS Wie Sarde wea ewe Nee makeie wow kate Buffalo, New York 
SECRETARY ; 
ATOR WH: DARI so oo sksscsvines vases 82 Nassau Street, New York i 
Editor 


ARTHUR WM. BARBER 


Assistant Editor 
LEON ERNEST DANIELS 





Copyright, 1922 
by 
The United States Trade-Mark Association ‘ 








Entered as second-class matter March 20, 1917, at the Post Office at 
Burlington, Vermont, under the act of March 3, 1879. 


NOTICE TO ATTORNEYS 
The Trade-Mark Reporter wishes to publish all cases of trade-mark 
infringement or unfair competition decided by any court in the United 
States and will appreciate the courtesy of attorneys in forwarding copies 
of any opinions not elsewhere published or in forwarding copies to us in 
advance of their appearance in official publications. 


Address all communications to 32 Nassau Street 
New York City 











SP arsaass 


ee” 
I PA ceil 





ELI LILY & CO. V. WM. R. WARNER & CO. 


Ev Liry & Co. v. Wm. R. Warner & Co. 
United States Circuit Court of Appeals, Third Circuit 


Counsel for appellee, as named in the paragraph preceding the opinion 
of the court [see 12 T. M. Rep. 1] and Mr. George W. Wickersham, filed a 
petition for reargument. On January 16, 1922, the court filed the order 
denying said petition printed below. 


PETITION FoR REHEARING 


This action, vigorously contested, resulted in an immense 
record. The testimony was directed to various aspects of the case 
arising from the rather technical law of trade-marks and the much 
broader law of unfair competition. In analyzing the testimony and 
distinguishing the law we have been greatly aided by counsel for 
both parties. Their industry in collecting the evidence and their 
thoroughness in discussing the law were of such high order and so 
equally balanced that our labors have been lightened. That our 
decision finally turned on an aspect of the case which caused others 
to pass out of view was due to no fault or omission of counsel for the 
respondent but to the controlling importance which the court gave 
the testimony in this regard. By the respondent’s petition for a 
rehearing, we have not been shown that we have mistaken this testi- 
mony or misinterpreted its imputations, nor have we been per- 
suaded that we have erred in our deductions. We believe that a re- 
hearing would produce nothing more than a repetition of the able 
argument already made. We are constrained, therefore, to deny 
the petition for rehearing. 

Per Curiam. 
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Haroup Wesson eT AL. v. J. L. GALEF, AARON NEWMARK AND 


Emit Epwarp GLuck 


United States District Court, Southern District of New York 


March 27, 1922 


Unrarr CompetitioN—J urispiction—Motion to Dismiss Because or Non- 

JoinDER—Status OF Prarntirrs—Ricgut or One Partner To Sve 

FoR OTHERS. 

Where plaintiffs are partners, acting as trustees under the Massa- 
chusettes statute, of the concern Smith & Wesson, and are all certifi- 
cate holders resident in the States of Massachusetts and Connecticut, 
the case is within the jurisdiction of the court; and, although it would 
be necessary for all the partners, being joint-tenants of the property, 
to sue, yet if one or more partners hold, as here, the legal title by 
specific conveyance to themselves by the others, they may sue for torts 
against it without joining the rest. 

Unrarr CompetitioN—DistTincrivENEss OF MANUFACTURE PosstBLE THROUGH 

A Wipe Rance or Goops—ImiratTinG StructurAL AnD Non-Func- 

TIONAL Feature oF Revotvers—L.ack or MAxker’s NAMES AND 

Trape-Marks To Distineuisu 

Where defendants, long after the first manufacture and sale by 
plaintiff of several types of revolvers everywhere identified, both 
through the trade-mark and by details of construction and design, as 
its particular make, began to put out revolvers closely resembling in 
their structural and non-functional features those of plaintiff, and not 
clearly distinguished therefrom by the trade-mark, maker’s name or 
other features, they were guilty of unfair competition and will be en- 
joined from further sales of the goods specified in the complaint. 

Same—Derence or LacHEs—ABANDON MENT—PRELIMINARY INJUNCTION. 

Although laches has sometimes been held to be a bar to a pre- 
liminary ‘injunction, it will not here be so held, inasmuch as the in- 
fringement is shown to have been deliberate and plaintiffs appear to 
have acted as soon as they found their business was affected thereby. 
The defense of abandonment is always conditional upon the defend- 
ant’s showing affirmatively that he has abandoned the business. 


Odin Roberts and Charles D. Woodberry, both of New York 
City, for plaintiffs. 


Henry S. Miller, of New York City, for defendants Newmark, 
Foreign Manufacturers Sales Corporation, and Gluck. 


R. S. Allyn, of New York City, for Galef. 


LearNep Hanp, District Judge: I shall first consider the 
motion to dismiss the bills, which rests upon the assumption that the 


“trust” is a partnership and that all the certificate holders are part- 
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ners. If so, then, the argument proceeds, there is a non-joinder of 
parties plaintiff which may be raised in limine, and which will com- 
pel an amendment. The plaintiffs retort that in fact all the certifi- 
cate holders are citizens of Massachusetts and Connecticut, so that 
this court would still have jurisdiction. However, that would not 
dispose of the objection, though, if it be true, it would reduce its 
importance merely to an annoyance to the plaintiffs. But the point 
is not a good one anyway, granting all that the defendants claim. I 
shall not, therefore, concern myself with the question of Massa- 
chusetts law, whether or not this particular “trust” constitute a part- 
nership among all the certificate holders; it is enough that these 
plaintiffs are the owners at law of all the property of the trust, real 
and personal, including the business as a whole, the universitas, 
whose continued injury this suit is brought to enjoin. 

The suit comes into equity because of a threatened tort; it 
therefore depends altogether on legal rights and legal wrong. If 
the plaintiffs had a right to sue at law for damages, they have the 
right to sue in equity for an injunction. The remedy is concurrent 
and the right no creation of equity itself. Partners are, it is true, 
joint tenants of the partnership property, and as such it would 
normally be necessary for all to sue, even upon a tort, Addison vy. 
Overend, 6 T. R. 677, though the point is good only in abatement. 
Yet if one or more partners hold the legal title, by specific convey- 
ance to themselves by the others, and a fortiori, if by original deed, 
they may sue for torts against it or even on contracts without join- 
ing the rest, Trott v. Irish, 1 Allen 481, Knowles v. Sullivan, 182 
Mass. 318; Railsback v. Lovejoy, 116 Ill. 442; Burnham v. W hit- 
tier, 5 N. H. 334; Agacie v. Forbes, 14 Moore’s P. C. 160. In Miss., 
etc., Co. v. Ward, 2 Black 485, a single co-owner, apparently a part- 
ner, was allowed to enjoin a nuisance. Perhaps that case must 
stand upon the theory that any person aggrieved may be substituted 
in place of the public prosecutor, regardless of his title. Yet it 
would appear that the reason of the rule, i. e., to avoid a multiplicity 
of suits by several co-owners, would apply even there. However, 
in Hutchinson v. Dubois, 45 Mich. 143, a great court allowed a 


single partner to sue in replevin without proof of entire ownership. 
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It is in any event apparent that where the right sued upon is 
legal the holder of the entire legal title is the only necessary plain- 
tiff. Since no one else can sue afterwards, the defendant is pro- 
tected by the judgment or decree, and that is the only concern which 
he can have. This is indeed the reason why the point is never good 
except in abatement. In the case at bar the whole title to the 
“business” was conveyed to these plaintiffs on January 27, 1912, 
and if the other certificate holders are liable for debts as partners, 
they are not on that account at law joint owners, though they are in 
equity, whatever be the character of the “trust”. The motion to 
dismiss is denied. 

The case is, therefore, open for a decision on the motion for 
preliminary injunction. It is scarcely necessary here to go over the 
decisions in the Circuit Court of Appeals for the Second Circuit 
from the Coffee Mill Case, (Enterprise v. Landers, 13i Fed. R. 
240), through the Yale Lock, (Yale & Towne v. Adler, 154 Fed. R. 
37), the Searchlight, (Rushmore v. Manhattan, 163 Fed. Rep. 939), 
the Crescent Wrench, (Crescent, etc., Co. v. Kilborn & Bishop, 247 
Fed. R. 299 [8 T. M. Rep. 177]), and the Wheat Biscuit cases, 
(Shredded Wheat Co. v. Humphrey Cornell Co., 250 Fed. R. 960 
(7 T. M. Rep. 229]), to Stanley Works v. Twisted Wire & Steel 
Co., 256 Fed. R. 98, which is the last to which I am referred. It is 
true that the plaintiffs have no absolute right to prevent the defend- 
ants from using a given combination of elements in the make-up of 
their revolvers, provided, as here, that they have no monopoly in 
the use of any one of them. The defendants’ right extends as much 
to what are called “non-functional” elements as to functional. The 
case as to such features is no different from descriptive words of 
common use, which have got a secondary meaning. They are gen- 
erally open to everybody in all combinations. But though the plain- 
tiffs have no such absolute right not even to a combination of ele- 
ments, let alone to the elements in detail, they may have a condi- 
tional right against a combination when the damage arising from it 
is substantial, and, when there are substitute combinations open to 
the defendants whose difference is in substance merely trivial. Such 


cases are, therefore, always compromises between two rights, one 
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of which must yield. We usually confine relief to “non-functional” 
elements because the defendant will suffer nothing by abandoning 
them, but it does not inevitably follow that only these may be in- 
cluded. If the function be trivial, possibly these are cases where it 
might have to yield to a predominant injury which its continuance 
might inflict upon the plaintiffs. 

The case made on the papers is ample proof that the ensemble 
of the plaintiffs’ revolver has come to mean the plaintiffs’ manu- 
facture nor is that in the least affected, because the plaintiff makes 
and has made, others which have not the especial marks on which it 
now relies. The swivel model of Smith & Wesson no less means the 
product of that old and well-known firm, because it also makes 
“breakdown” revolvers in large quantity, or because in the past it 
has had other models or even different details in this model. Though 
a man may make several kinds of goods, each may still become 
known as his, and when you copy any one down to the least detail, 
measure for measure, you may as much represent that your goods 
are his, as though he made only one. While in such cases the pro- 
tection is narrow, for that very reason the mark of ownership may be 
picked up from a combination of elements, all old and none 
sufficient if taken alone. 

There appears to me not the slightest question that all the in- 
fringing revolvers were deliberately made for the purpose of imitat- 
ing a model of the plaintiffs’ In the case of Galef and Newmark 
they correspond in dimension even by gauge, a coincidence wholly 
impossible in the absence of conscious imitation. In the case of 
Gluck, the visual similarity is as complete. Such things do not hap- 
pen because manufacturers are merely following old patents. 

Little identical features in the two lay the matter beyond 
doubt, if doubt could remain. For example, in all the revolvers the 
manufacturers have added a circle to indicate a center bushing for 
the firing pin, which does not exist, a conclusive evidence of inten- 
tion at least to cheat the buyer. Again, the squaring of the barrel 
at the frame end is totally unnecessary or useless, despite the de- 
fendants’ insistence to the contrary. The barrel, if continued 


evlindrical as in the Colt, would not interfere with the ejector pin; 
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and if it did, there was no need to do more than grind off a segment. 
To give it the shape which it actually has was certainly not neces- 
sary. In section it is not circular at all, not even circular with a 
segment missing. The stop on the left to hold the chamber when it is 
swung out of position has been copied in shape literally, and no 
explanation is suggested for it, as none can be. The lettering along 
the top of the barrel, except in the case of Exhibit Number One in 
Newmark’s case, is either a plain fraud, e. g., in Galef’s revolvers, 
or merely fatuous nonsense. That upon the side of the barrel is but 
little better, and serves no real purpose. To copy the profile of the 
front end of the frame was equally unnecessary. Why combine the 
Smith & Wesson ejector pin with this profile? Why not combine the 
Colt profile with the Smith & Wesson pin? Any saving in metal is 
trifling. 

There are other details for whose imitation more excuse can be 
made. The mottling of the hammer and trigger may have made 
these parts interchangeable for nickel and blue finish revolvers as 
suggested, but the excuse is not very convincing. Such slight value, 
as it may have, is much more than offset by the addition which it 
gives to the simulation between the two articles. The same applies 
to the hollow rivets for the firing pin, though here perhaps with less 
force. In each case there were substitutes so nearly interchange- 
able that the choice actually made could scarcely have been dictated 
by any other than a wish to make the revolvers look as nearly as 
possible like the plaintiffs’. As to the thumb latch there is also 
some question. I should not say that the defendants must make an 
inconvenient latch, yet there were other forms of latch, which would 
answer quite as well, and which would serve to distinguish. This is 
an especially prominent feature of the plaintiffs’ makeup, and its 


imitation, quite slavishly in some of the infringements, was unneces- 


sary and made with an obvious purpose. The rear sight I cannot 
class with the rest; that was useful and better than the Colt. At 
least one might think so. There was no reasonable modification 
open to a user which would leave it functionally operative. 

The combination of all these features being, as I have said, an 


unescapable evidence of purpose to imitate, the only conclusion I 
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can come to is that that purpose was in turn actuated by a desire to 
sell the Spanish revolver as a Smith & Wesson. What precautions 
did the makers take to avoid this result? They added their names, 
their trade-marks, their monograms on the scutcheon, and, as the law 
required, the place of manufacture, Spain. On these, as is cus- 
tomary, they rely to escape the inference to be drawn from their 
imitation. All these are either placed in so inconspicuous positions 
as not to attract the eye, or, as in the case of the scutcheon and the 
trade-mark are so little distinguishable from the plaintiffs’ similar 
marks as to be of very little service, if any whatever. They will 
distinguish when once attention is called to them, but they will not 
draw attention by themselves. Indeed, they are so placed as not to 
draw attention. The escutcheon may not of itself be an added 
imitation,—that would be hard to say in view of a similar element 
in the Colt,—but it surely is a delusive guide for distinguishing the 
counterfeit. Even in Exhibit No. 1 in Newmark’s case, while the 
name is printed legibly enough along the top of the barrel, the 
legend might not catch the eye. It is the honestest effort of all to 
mark the goods truly, but it does not seem to me to out-weigh the 
deceptive combination. 

The defendants argue that revolvers are expensive articles and 
that men buy them only after examination. That is undoubtedly true 
in many instances, and it is never the hope of simulators to do more 
than catch the unwary. Since I am satisfied that the makers of 
these revolvers tried to do so, I do not see that I need weigh too 
nicely the probabilities of their success. We are accustomed to 
speak of a deliberate imitation of this sort as a fraud, and indeed 
the earlier cases thought fraud an essential of the case. Whatever 
other legal result fraud may have, at least it relieves the injured 
party from the need of showing that the imitator was successful. 
He may take him at his own belief, and assume that if he thought 
some buyers would be careless enough not to notice the distinguish- 
ing marks, he was right. 

In Gluck’s and Newmark’s cases the conclusion of a deliberate 
purpose to pass off is corroborated by actual instances. True, there 


is a dispute of fact whether the explanatory letter was in fact sent. 
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If the injunction depended upon that issue alone, perhaps the 
plaintiffs could not win, but it is surely not without weight that 
that very thing should apparently have happened, which the simu- 
lation of the manufacturers clearly intended to happen. In Galef’s 
case there was no opportunity for such proof; he deals with retailers 
and of course they know what they are buying. But the Gorman 
transaction shows that it is not difficult for others to receive what 
they do not intend to get, and that Galef may be the first link in a 
chain of substitution which will prove injurious to the plaintiffs. 
The defense of laches applies only to Galef’s claim. The 
plaintiffs did know of his sale of these revolvers in January, 1920, 
and waited two years before acting. Meanwhile, he says that he has 
spent substantial amounts in advertising. But the sales at that time 
were not large and the plaintiffs appear to have acted as soon as 
they found the infringements were affecting their business. While 
laches short of abandonment is no defense to a final injunction in 
such cases, Menendez v. Holt, 128 U. S. 514, it has at times been 
regarded as enough to prevent a preliminary injunction. Thus in 
Estes v. Worthington, 22 Fed. R. 822, Judge Wallace refused the 
writ after a delay of eight or nine years, in Von Mumm v. Stein- 
metz, 137 Fed. R. 168, Judge Lacome after a delay of “many years’”’ 
and in Havana Commercial Co. v. Nichols, 155 Fed. R. 302, after 
nineteen years. The Circuit Court of Appeals for the Second Cir- 
cuit denied preliminary relief after a delay of ten years in E. & J. 
Burke v. Bishop, 144 Fed R. 838. In C. O. Burns Co. v. W. F. 
Burns Co., 118 Fed. R. 944, Judge Thomas referred to a delay of 
eighteen months as one reason for denying preliminary injunction. 
This is the only case at all approaching the facts at bar. It did not 
appear that the infringement had been deliberate and calculated, and 
that is enough I think to distinguish it from that at bar. Except 
for it, it is apparent that the delay at bar is not within any of the 
cases. Whether the doctrine can in any event apply to a case of 
deliberate simulation, I need not consider. 
Of Gluck’s assertion that he had sold out his business, it is 
enough to say that he does not swear that he is in no capacity still 
connected with the vendee. The right of a defendant to avoid an 





| 
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injunction because he has ceased to infringe is always conditional 
upon his showing affirmatively that he has wholly abandoned the 
business. Even then courts have often thought that as the writ can- 
not harm him and that it may protect the plaintiff, it should issue. 

The plaintiffs may take a preliminary injunction against any 
sale of the revolvers annexed to the moving papers. I do not find 
it necessary or proper to point out those details whose change would 
make them innocent in the future. The case is not one in which I 
feel disposed to help the defendants. There will be no stay pend- 
ing an appeal. Later, if the defendants can show that with the ex- 
ercise of the utmost diligence they have been unable to prosecute 
an appeal this spring, I will consider some modification of the order; 
but for the present the case seems to me clear enough, and the plain- 
tiffs’ grievance so substantial that I am not willing to subject them 
further to this kind of competition. 


Settle orders on notice. 


Epwarp J. CLopEe v. CHARLES SCRIBNER’S SONS 


New York Supreme Court, Appellate Division, First Department 


February, 1922 


Trape-Marks AND Unrair CompeTitTion—“Mape Easy” as A CopyriGHTED 

Book Trrte—Priority or Apoption Basis or Ricut. 

In a suit for unfair competition brought to enjoin the use by the 
defendant-appellant of the words “Made Easy” as part of the title of 
the book published by it, on the ground of a trade-mark right on such 
words granted the plaintiff in the year 1918, the fact that the words 
were used and copyrighted several years earlier by defendant’s prede- 
cessor, which gave the defendant the right to publish and copyright the 
word under such title, is a sufficient defense. 

SamME—CiaiMm For DaMaGeEs. 

In order to recover damages, the plaintiff must have an exclusive 
right to the name by reason of prior adoption thereof, in the absence 
of which it is clear his securing a trade-mark therefor, gave him no 
greater protection. 


Appeal from an order of the Supreme Court, New York County 
granting plaintiff's motion and striking out the first and second de- 


fenses of an amended answer. 
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Harry D. Nims of counsel (Ver Planck, Prince § Burlin- 
game attorneys), all of New York City, for appellant. 


Charles A. Brodek of counsel (Brodek & Raphael, attorneys), 
all of New York City, for respondent. 


Smitu, Judge: The action is brought to restrain the defendant 
from the use of the words “Drawing Made Easy’, as a title to a 
book sold by the defendant, on the ground of unfair competition and 
infringement of plaintiff's trade-mark. The plaintiff, about 1918, 
published a series of books which he entitled “Dressmaking Made 
Easy”, “Drawing Made Easy”, “Spelling Make Easy”, ‘‘Book- 
keeping Made Easy’, and others, all in the series using the words 
“Made Easy”. The use of the words ‘““Made Easy” by the defend- 
ant in connection with the book in question, is claimed by the plain- 
tiff to mislead the public into thinking, at least, it is one of the plain- 
tiff’s series of books. 

The first defense stricken out was to the effect that one Lutz in 
1912 published and copyrighted a book and pamphlet entitled 
“Drawing Made Easy’, and continued its publication and sale until 
1921. It is further alleged that in 1921 Lutz enlarged his book 
and gave the defendant the right to publish and copyright it, and 
the defendant copyrighted it in August, 1921. This is the book the 
title of which has been held to be illegally used. 

I see no justification for the plaintiff's claim to the exclusive 
right to use the words “Made Easy” in connection with the book on 
drawing. The plaintiff does not claim to be the originator of the 
name, but his whole claim is based upon the facts that he published 
his series of books in 1918 and procured a trade-mark thereupon. 
The effect of this order is to hold, where this book, sold by the de- 
fendant under the name “Drawing Made Easy”, was published and 
copyrighted from 1912 to 1921, and a second edition published and 
copyrighted in 1921, under the same name, that the plaintiff, by 
attaching the name to a series of books which he published for the 
first time in 1918, has an exclusive right to the use of the name. 
No authorities are cited for this proposition, but authorities are cited 


upon the general proposition that where one is the original user of a 
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name to his book he may enjoin its subsequent use by another party 


as unfair competition. The difficulty is that these authorities do 


not reach the question here for decision. The plaintiff cannot, by 


securing this trade-mark prevent the defendant or the defendant's 
predecessor from using a title which is attached to a book that the 
defendant's predecessor published long before the plaintiff adopted 
the name and which he copyrighted, nor does it prevent his use of 


the name in a subsequent edition of the same book. In order to re- 


cover it has been held that the plaintiff must have an exclusive right 
to the use of the name by reason of prior adoption, and unless he 
can show such exclusive right it seems clear that his securing a 
trade-mark therefor gives him no greater protection. 

The first defense which has been stricken out alleges this prior 
use and copyright of the book being sold by the defendant in 1912 
and the use and copyright by the defendant himself under authority 
from the original user in 1921 of the second edition of the book. 

In the second defense it is alleged that the name “Made Easy” 
which is the characteristic part of the trade-mark was used prior to 
the time of its adoption by the plaintiff, not only by the defendant, 


but by others in the publication of similar books. This also con- 


stitutes a complete defense to the plaintiff's cause of action, because 
defendant does not show an exclusive right to the use of the name. 
(O’Rourke v. Central City Soap Co., 26 Fed. 576.) In that case at 
page 579, the court said: 


“We see no objection to the defendant availing itself of this defense 
to maintain its bill for an infringement, the plaintiffs are bound to show 
an exclusive right to the use of this trade-mark. If it appears that the 
words were in common use to designate the article of manufacture, or if 
the exclusive right to use them was vested in another, we apprehend that 
the plaintiffs are no more entitled to an injunction than is the patentee of 
an invention who fails to show that he is the first and original inventor 
of the thing patented. (Wolfe v. Goulard, 18 How. Pr. 64; Manhattan 
Medicine Co. v. Wood, 14 O. G. 519; Conress & E. S. Co. v. High Rock Co., 
57 Barb. 526.) In this respect both stand in the position of a plaintiff in 
ejectment, who must recover upon the strength of his own title, and not 
upon the weakness of defendants. Indeed, it is a good defense to an 
ordinary action of replevin that the right to the possession of the property 
is in a third person. (Dermott v. Wallach, 1 Black 96; Schulenburg v. 
Harriman, 21 Wall. 44.) The fact that defendant has no better right to 
the use of the trade-mark than the plaintiff would certainly not entitle 
the latter to an injunction. Upon the whole, we have come to the conclusion 
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that the plaintiffs never acquired an exclusive right to the use of the words 
*‘Anti-Washboard’, and that their bill should be dimissed.” 


The same rule was held in Columbia Mills Co. v. Alcorn, 150 
U.S. 460, where the plaintiff claimed the exclusive right to the use 
of the word “Columbia” in a brand placed on flour by it. It was 
shown that other dealers had used the name in connection with the 
sale of flour, and the opinion says: “The word ‘Columbia,’ having 
been thus previously appropriated and used upon barrels and sacks 
of flour, was not subject to exclusive appropriation thereafter by the 
complainant, so as to make it a valid trade-mark such as the law will 
recognize and protect.” The same rule was held in Stachelbergq et 
al. v. Ponce, 128 U. S. 686, where the plaintiff used as its trade- 


“ec 


mark for cigars “Normandie”, or “La Normanda”, and packed his 
cigars in substantially the same manner as plaintiff. The evidence 
showed that prior to plaintiff several dealers sold cigars packed in 
this manner under the name “Normanda.” It was held that the 
plaintiff was not entitled to an injunction, the court saying, page 
691: “The adoption by Bijur of the words ‘La Normandie’ as a 
part of his trade-mark could not take away the right previously ac- 
quired by the public in the use of the words ‘La Normanda’ as indi- 
cating a particular kind of cigars’’. In the National Picture Theatres 
v. Foundation Film Corporation, 266 Fed. 208-210, Judge Hough 


Savs: 


“There unfair competition is charged, ‘the rights of the parties are to 
be governed (by principles) similar to those which are well-known to govern 
trade-marks, although the combination of elements is more complex than in 
devices which commonly go by that name’ (per Holmes, J., New England 
Company v. Marlborough, etc., Co., 186 Mass. 154). To expand this 
thought, the plaintiff must have a right in being, an actual property right, 
to protect.” 


There are cases which hold that the title of a copyrighted book 
is not protected by the copyright, but an examination of these cases 
will show that in each of them the plaintiff was the author or owner 
of a play based on the original use of the name. The cases present 
an attempt to protect the first user. The case at bar is an attempt 
to destroy the right of the first user. 
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It is claimed on behalf of the plaintiff, however, that this order 
may be sustained because these defenses may be shown under a 
general denial. But the difficulty is that the complaint in the action 
no where alleges a prior use of this name by the plaintiff, and no 
where negatives the fact that the name had been used by the de- 
fendant and others prior to this so-called trade-mark upon which 
it rests its claim. In any event, where there is doubt whether mat- 
ters alleged may be proven under a general denial, it is clear that 
the court should not strike out the special defenses from the answer, 
because the facts alleged may certainly properly be shown, and 
whether under a denial of the plaintiff's right, or under an affirma- 
tive defense, it matters little. 

The order, therefore, striking out these defenses must be re- 
versed, with $10 costs and disbursements, and the motion denied 
with $10 costs. 


ALL Concur. 


PaGE ET AL. v. Pace & SHaw CHoco.atTeE Co. ET AL. 
(134 N. E. Rep. 377 
I 


Supreme Judicial Court of Massachusetts 
March 8, 1922 


[rapE-Marks AND Trape-Names—Uwnrair Competition—‘Pace & SHaw”’— 
Rigut to Name not TRANSFERRED BY ConTRACT—JOINT INTEREST 
oF OriIGINAL PARTNERS. 

Where plaintiff, Page, on dissolving his partnership with Shaw, 
under the name “Page & Shaw”, released to the latter his interest and 
good-will in the business, together with the right to use the name 
“Page”, accompanied by the name “Shaw” in the business of manu- 
facturing and selling candy, the latter cannot, after organizing a cor- 
poration for that purpose under the name “Page & Shaw,” transfer 
the use of such name to a company organized for carrying on a differ- 
ent kind of business; and the former partners have a joint and con- 
current interest in preventing such use of their names by the trans- 
feree. 
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Trape-Marxks AND 'TRADE-NAMEsS—DemuRRER—INJUNCTION. 

Where, as in the case at issue, a member of defendant corporation 
attempted to transfer to another company the right to use the name of 
his former partner without the written consent of the latter, he will be 
enjoined therefrom, and a demurrer to the bill will be overruled, re- 
gardless of whether or not plaintiffs are entitled to damages. 


In equity. Suit for an injunction and other relief. Demurrer 
overruled. 


Hollis R. Bailey and William H. Vincent, both of Boston, 
Mass., for plaintiffs. 


Dunbar, Nutter & McClennen, of Boston, Mass., (J. Butler 
Studley and William E. Fuller, both of Boston, Mass., of 
counsel), for defendants. 


De Courcy, Judge: The dominant facts alleged, and to be taken 
as true for the purpose of the demurrer, are these: Prior to 1912 
the plaintiffs were engaged in the manufacture and sale of fine 
candies, as copartners under the firm name of Page & Shaw. In the 
dissolution agreement of March 11, 1912, Page released to Shaw his 
interest in the property and good-will of the business, and also “the 
right to use the name ‘Page’ accompanied by the name ‘Shaw’ as the 
trade-name or trade-mark in the business of the manufacture or sale 
of candy.” In accordance with the terms of said agreement, Shaw, 
early in 1912, caused to be organized a corporation with the name 
Page & Shaw, Inc., to carry on the business of manufacturing and 
selling candy and confectionery at wholesale and retail; and he be- 
came the holder of the greater part of the capital stock of said com- 
pany. To that corporation Shaw transferred the assets of the 
former partnership, with certain reservations. 

In November, 1918, the defendant Otis E. Dunham acquired sub- 
stantially all the capital stock of Page & Shaw, Inc., and became its 
president and general manager. Early in 1919 these two defendants, 
acting together organized a new corporation with the name the Page 
& Shaw Chocolate Company, for carrying on the business of the 
manufacture and sale of chocolate and cocoa in various forms. On 


February 20, 1920, the chocolate company, by its directors under- 


took to purchase from Page & Shaw, Inc., the right to use “Page & 
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Shaw” as part of the corporate name of the new company, together 
with the good-will attaching thereto, giving shares of the capital 
stock of the chocolate company as consideration therefor. The 
plaintiffs seek by this bill in equity, among other things, to enjoin 
the new corporation from using in its business or as a trade-name 
or trade-mark the names of either of them or the name Page & 
Shaw. 


It is provided by G. L. c. 110, § 4: 


“A person who conducts business in the commonwealth shall not as- 
sume or continue to use in his business * * * the name of any other person, 
either alone or in connection with his own or with any other name or desig- 
nation, without the consent in writing of such person or of his legal repre- 
sentatives.” 


As matter of construction it is doubtful, to say the least, 
whether the dissolution agreement between Page and Shaw author- 
ized the use of the name, “Page & Shaw” by any other than the con- 
templated original corporation, Page & Shaw, Inc. It certainly did 
not authorize that corporation to transfer the use of the name Page 
& Shaw to another company, organized for carrying on an entirely 
different kind of business. Lodge v. Weld, 139 Mass. 499, 2 N. E. 
95; Fairfield v. Lowry, 207 Mass. 352, 93 N. E. 598; C. H. Batch- 
elder & Co., Inc. v. Batchelder, 220 Mass. 42, 46, 107 N. E. 455. 

The plaintiffs have a joint and concurrent interest in prevent- 
ing the use of the names Page and Shaw by the defendant chocolate 
company. Their consent in writing is required in order to justify 
that use. Morse v. Hall, 109 Mass. 409; Lodge v. Weld, supra. 
See Cadigan v. Brown, 120 Mass. 493, 494. We cannot say that 
the defendant Dunham is improperly joined, in view of the allega- 
tions of the bill. The objection of multifariousness is not tenable. 
Lovejoy v. Bailey, 214 Mass. 134, 151, 101 N. E. 63. It is not 
necessary at this stage of the case to consider whether the plaintiffs 
are entitled to damages or profits. See Lawrence v. Hull, 169 
Mass. 250, 47 N. E. 1001; Kaufman v. Kaufman, 223 Mass. 104, 
111 N. E. 691. The plaintiffs state a case entitling them to an in- 
junction, under the statute. G. L. c. 110, § 7; Bowman v. Floyd, 
3 Allen, 76, 80 Am. Dec. 55; C. H. Batchelder & Co., Inc. v. Batch- 
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elder, supra. That requires the overruling of the demurrer. In ac- 
cordance with the report, the defendants are to answer to the bill as 
amended. 


Ordered accordingly. 


Coca-Cota Co. et av. v. Vivian Ice, Lignt & Water Co. 
(90 So. Rep. 755) 


Supreme Court of Louisiana, May 31, 1920. On Rehearing, 
January 30, 1922 


Trape-Marks AND ‘Trape-NamMes—Uwnrair CompetitioN—BortiinG AND 
Sevuinc Beverage With Puaintirr’s Trape-NamME Biown IN 
Borrites Herp Unavutuorizep Use or Trape-Marx. 

Where defendant purchased syrup used in making a beverage sold 
under the name “Coca-Cola”, put it in bottles, using a larger proportion 
of the syrup than that intended by the manufacturers, added caramel 
syrup coloring and then sold the bottles to the trade, generally with the 
name “Coca-Cola” stamped on the caps and blown into the bottles with 
defendant’s name stamped thereon as the manufacturer or bottler, such 
acts held to constitute a use of plaintiffs’ trade-name without its con- 
sent, regardless of whether the article contained in the bottle was 
genuine “Coca-Cola” or not. 

Trape-Marks AND TrapvE-Names—ExtenT or Ricuts. 

A trade-mark gives the owner something in the nature of a mo- 
nopoly—a monopoly not in the article sold under the trade-mark, but a 

monopoly of that article as sold under the trade-mark. 

Trape-Marks AND TrapeE-Names—Uwnrair Competition—Damaces. 

In a suit to enjoin the use of a trade-mark and for damages, an 
allowance of $1,000 held excessive and will be reduced to $100, where, 
although plaintiffs were entitled to damages, the amount was not 
capable of being accurately determined. 


In equity. Judgment for plaintiffs, and defendant appeals. 


Modified and affirmed. 
Wise, Randolph, Rendall & Freyer, of Shreveport, La., for ap- 
pellant. 


Blanchard, Goldstein & Walker, of Shreveport, La., and Cand- 
ler, Thompson & Hirsch, of Atlanta, Ga., for appellees. 


Dawkins, Judge: This is an action in damages and for in- 


junction to restrain the alleged illegal use of a trade-mark. 
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Defendant admits substantially the allegations of fact charged 
against it but denies the conclusions of law drawn therefrom by 
the plaintiff. 

There was judgment below in favor of plaintiff for the sum of 
$1,000, under the trade-mark statute of this state, enjoining the de- 
fendant from using the trade-name of the plaintiff, ordering it to 
account to the plaintiffs for the profits derived from the same, and 
that it deliver up to plaintiffs, or some one designated by them, ‘“‘any 
and all bottles, crowns, labels, boxes, or advertising matter in its 
possession upon which appears the name ‘Coca-Cola’, or in associa- 
tion with any other words, and also all of the products in a form 
sufficiently similar to the product of the plaintiffs to cause decep- 
tion”, and that plaintiffs be decreed to have the sole and exclusive 
use of the trade-mark or name “Coca-Cola”, in connection with any 
drink or beverage. 


Defendant prosecutes this appeal. 


OPINION 


The plaintiffs are the Coca-Cola Company, a Georgia corpora- 
tion, the Coca-Cola Bottling Company, incorporated under the laws 
of Tennessee, and the Star Bottling Works, Limited, a Louisiana 
corporation. The Georgia corporation is what might be termed the 
parent company, owner and possessor of the trade-mark “Coca- 
Cola’, and under which it manufactures two kinds of syrup bearing 
that name; one to be used in the preparation of a soft drink of the 
same name by soda fountains, which is sold to the trade generally, 
and the other to be used in putting up the beverage for dis- 
tribution in bottles. The second syrup is distributed exclusively 
through the Tennessee corporation, which is required to make 
definite and specific contracts with those to whom the syrup is 
sold for bottling purposes, and under which certain well-defined 
restrictions are imposed as to the quantity and proportions of the 
syrup to be used, and as to the right of inspection by representatives 
of the Coca-Cola Company, in order to determine the sanitary con- 


ditions under which the bottled drink is to be made; the purpose be- 
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ing, it is alleged, to maintain a particular standard or purity and 
cleanliness to sustain the reputation of the beverage. 

The formula for making the syrup is a secret one, but the 
record discloses that the kind furnished to soda fountains is not as 
strong as that intended for bottling purposes; the proportions of in- 
gredients used being considerably dissimilar. 

Defendant purchased a considerable quantity of the syrup in- 
tended for use at fountains, and by the use of a larger proportion 
than that intended for bottling, and adding some caramel syrup for 
coloring purposes, had been and was manufacturing, putting up, and 
selling in bottles to the trade generally a beverage with the name 
“Coca-Cola” stamped on the caps and blown into the bottles, and 


with the name Vivian Ice Company stamped thereon as the manu- 
facturer or bottler. 


The lower court has covered the case so admirably in its writ- 


ten opinion that we adopt and quote from the same at length as 
follows: 


“There can be no dispute about plaintiffs being the owners of this trade- 
mark, both under the laws of the United States and of the state of Louisi- 
ana. Under the United States registration, it covered, not only the syrup, 
but the beverage or drink to be made from the syrup. 

“Section 3 of Act 49 of 1898, after providing for the registration of the 
trade-mark and the description of the merchandise to be covered by it, 
provides that ‘No other person,’ etc., ‘has the right to such use, either in the 
identical form or in any such near resemblance thereto 


as may be cal- 
culated to deceive.’ 


Section 5 of this same act provides that ‘Every such 
person (the owner) may proceed by suit to enjoin the manufacture, use, 
display or sale of any counterfeits or imitations thereof, and the courts 
shall have the right to grant injunctions restraining such use, etc. 

“Defendant has undoubtedly used the trade-mark of plaintiffs without 
their consent, and under this act we do not think it makes anly difference 
whether the article contained in the bottle was genuine Coca-Cola or not. 

“But, irrespective of this state law, we shall discuss the case from the 
standpoint of the federal law. 

“A trade-mark is designed, not only for the protection of the owner of 
same, but as well for the protection of the purchasing public; it is a 
guaranty that the buyer is getting the very article signified by the trade- 
mark; it is a guaranty by the manufacturer himself that the receptacle con- 
tains the very contents intended to be covered by that trade-mark. 
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“We shall first take up for discussion the authorities cited by counsel 
for defendant, which authorities, it is contended, bear out the contention 
that these contracts are in violation of the anti-trust laws, and the equitable 
writ of injunction does not lie to mainain them. 

“The first case is that of Adams v. Burks, 17 Wall. 453, 21 L. Ed. 700. 
\ll that was held in that case was that when a patented article was once 
sold the purchaser of same had the right to use it wherever he pleased, and 
that the right of use stood on a different footing from the right to make 
and sell. 

“The next case is that of Heeler v. Folding Bed Co., 157 U. S. 689, 
15 Sup. Ct. 738, 39 L. Ed. 848, in which the court said: ‘One who buys 
patented articles of manufacture from one authorized to sell them within 
the territory of the purchase becomes possessed of an absolute property in 
such articles, unrestricted in time or place, and may sell them in other 
territory of other assignees of the patent, although he purchased them for 
the purpose of selling them in such other territory.” We do not think this 
case has any bearing; if the defendant had been selling the syrup in the 
original package under the original trade-mark, having purchased same 
and becoming the absolute owner thereof, then there would be some simi- 
larity of cases, and the defendant would have the right to so sell. 

“The next case is that of Bobbs-Merrill Co. v. Straus, 210 U. S. 339, 
28 Sup. Ct. 722, 52 L. Ed. 1086. In that case the plaintiff was attempting 
to fix the price of the copyrighted book by contract with the retailer, and 
the court held the same to be in restraint of trade; there was no question 
involved in that case of trade-mark, or the protection of the integrity of 
the goods represented by that trade-mark, but merely a price-fixing scheme, 
something that is not attempted in this case. 

“The case of Miles Medicine Co. v. Park, 220 U. S. 373, 31 Sup. Ct. 376, 
55 L. Ed. 502, was also nothing but a price-fixing scheme, which was held 
to be in restraint of trade. 

“In the case of Park v. Hartman, 153 Fed. 24, 82 C. C. A. 158, 12 
L. R. A. (N. S.) 135, known as the Peruna Case, the question of infringe- 
ment of a trade-mark or unfair competition did not arise; it was merely 
another attempt to fix prices for retailers by means of contracts with the 
retailers. 

“In the Appollinaris Case (C. C.) 27 Fed. 18, it was the genuine 
‘Hunyadi-Janos’ water as put out by the original bottler and owner of the 
trade-mark, and as bottled by the owner of the trade-mark. 

“The case of Motion Pictures Patents Co. v. Universal Film Mfq. Co. 
(decided by the Supreme Court of the United States on April 9, 1917), 243 
U. S. 502, 37 Sup. Ct. 416, 61 L. Ed. 871, L. R. A. 1917E, 1187, Ann. Cas. 
I9ISA, 959, the attempt was made by way of a licensed patented machine, 
and notices stamped thereon, to limit the use of such machine to a certain 
class of pictures, and no other. The court held such contracts to be in re- 
siraint of trade. While that case shows the trend of the court, the case did 
not involve the vital principle involved in the present case. 

“Practically the same principle in the last quoted case was also involved 
in the case of Straus v. Victor Talking Machine Co., 243 U. S. 490, 37 Sup. 
Ct. 412, 61 L. Ed. 866, L. R. A. 1917E, 1196, Ann. Cas. 1918A, 955, also 
decided on April 9, 1917. 

“Counsel for defendant also quotes the case of Coca-Cola Co. v. Bennett 
(D. C.) 225 Fed. 429 [7 T. M. Rep. 159], refusing an injunction on the 
ground that these contracts were in restraint of trade; counsel saying in 
the brief filed herein: ‘This contention as to the right to confine the sale to 
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licensees for purposes of inspection, etc., was exploded by the federal court 
in the Bennett Case refusing injunction, which virtually denied the proposi- 
tion dismissing the Coca-Cola claim, in whch decree the Coca-Cola Company 
virtually agreed and took no appeal therefrom.’ We shall discuss this case 
later on, but counsel is mistaken about the appeal, for an appeal was taken 
to the United States Court of Appeals, and the case reversed; the case on 
appeal being in 238 Fed. 513, 151 C. C. A. 449. 

“In the case of Krauss v. Peebles (D. C.) 58 Fed. 591, Judge Taft used 
the following significant and almost prophetic language: ‘It is doubtful 
whether the sale of merchandise in bulk under a trade-mark of the maker 
carries with it as incident thereto the right in the vendee to use the same 
trade-mark as a trade-mark on smaller and retail packages. It is true that 
the vendee cannot be prevented from stating the truth in reference to his 
wares, and that he may place upon his packages the statement that their 
contents were made by the real maker, and that they were sold by him 
under his trade-mark, but it seems to me that it is a different thing for the 
vendee to use the trade-mark as such. Such use might be characterized as 
the use of the maker’s sign manual to guarantee that the contents of the 
smaller packages are his manufacture, whereas the truth of the assertion 
depends wholly on the good faith of the vendee.’ In this case the goods 
put out in the smaller packages were not exactly the same as the original 
goods and not exactly the same as the smaller packages put out by the 
owner of the trade-mark, and it was held that the owner of the trade-mark 
had the right to protect the integrity of his goods, and that it made no 
difference whether the other goods were better or worse than those put out 
by the owner of the trade-mark, that it was a violation of the trade-mark 
and could be enjoined. See, also, the case of Hires v. Xepapas (C. C.) 180 
Fed. 952, which was also a case of two syrups, one intended for bottling 
and one for fountain use, and the infringer attempted to use the fountain 
syrup for bottling, and it was held that the owner of the trade-mark had 
the right to protect the integrity of his goods. 

“In the case of Coca-Cola Co. v. Butler (D. C.) 229 Fed. 224 [6 T. M. 
Rep. 206], exactly the same defense was made as in this case, and it was 
held that the owner of the trade-mark had the right to maintain the in- 
tegrity of his product by controlling the use of his basic ingredient, to the 
extent of granting exclusive licenses and maintaining a system of inspec- 
tion of the final product as sold to the consumer, and that such contracts 
were not in violation of the Sherman Law or the Clayton Law (26 Stat. 209; 
38 Stat. 730). This decision was handed down by a United States District 
Judge, and so far as we can find, was never appealed, but it was quoted 
with approval by the United States Court of Appeals in the Bennett Case. 

“In the Bennett Case, as it was decided by the lower court, it was the 
genuine bottler’s syrup used, and this syrup was sold to Bennett for the 
very purpose for which he was using it. His right to bottle being revoked 
as regular licensed bottler (the company) took up the territory. Further, 
as the lower court stated, there was no question presented of the right of 
plaintiff to protect its business «gainst unfair competition in the palming 
off by defendants of a spurious or inferior article for the goods manu- 
factured from plaintiff's product, and there was, furtnermore, no contention 
in that case as to the proper syrup for bottling purposes. 

“In the same case on appeal (238 Fed. 513, 151 C. C. A. 449), the 
syllabus is as follows: 

" A manufacturer of a syrup used with carbonated water to produce a 
beverage which was sold either at soda fountains or in bottles, whose regis- 
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tered trade-mark covered both the svrup and the beverages, but who bottled 
none of the beverage, having contracted with others therefor under con- 
tracts requiring the purchase of syrup from the manufacturer and its 
preparation under regulations to protect the quality, can prevent one who 
has not the manufacturer’s consent from bottling the syrup with car- 
bonated water, even in accordance with the regulations, and selling it 
under the trade-mark, since otherwise the manufacturer would have no 
means of protecting the quality of the goods sold under his trade-mark 

“*When a manufacturer of an article of food or drink sells it in bulk, 
and also puts it up in bottles bearing a distinctive trade-mark, the purchaser 
of the article in bulk cannot legally bottle it and affix the manufacturer’s 
label to the bottle. 

“*The invalidity, under Sherman Anti-Trust Act July 2, 1890, c. 647, 26 
Stat. 219 (Comp. St. 1913, §§ 8820-8830), of contracts by which the owner 
of a trade-mark covering both a syrup and the beverage made therefrom 
granted the exclusive right to bottle the beverage, does not affect the owner’s 
right to prevent the sale of the beverage under the trade-mark by one who 
bottled it without consent. * * * 

“If the owner of a trade-mark covering both the syrup and the 
beverages made from the syrup can prevent the purchaser of the syrup in 
bulk from making a beverage out of the syrup and putting it on the market 
under the distinctive trade-mark of the seller, then we can see no good rea- 
son why any distinctive system of inspection between the owner of the 
trade-mark and the bottler of the syrup as a beverage, the same to be 
placed on the market under the distinctive trade-mark, would be invalid 
as in violation of the anti-trust laws, and likewise any reasonable contract 
to that effect, and other reasonable stipulations to protect the integrity of 
that trade-mark. 

“A trade-mark gives the owner of same something in the nature of a 
monopoly; a monopoly not in the article sold under the trade-mark, per- 
haps, but a monopoly of that article as sold under the trade-mark. It does 
not give such a monopoly as does a patent, but it is a monopoly nevertheless, 
and one that cannot be taken away by any anti-trust law.” 


See, also, American Tobacco Co. v. Polacsek (C. C.) 170 Fed. 
117; Bulte v. Igleheart, 137 Fed. 492, 70 C. C. A. 76; Menendez v. 
Holt, 128 U. S. 514, 9 Sup. Ct. 143, 32 L. Ed. 526; Great Atlantic 
& Pacific Tea Co. v. Cream of Wheat Co. pug C.) 224 Fed. 566 
[5 T. M. Rep. 339}. 

The lower court also found that, while defendant was putting 
out as good a quality of goods as its knowledge of the matter would 
permit, the difference between its product and that produced by the 
duly authorized representatives of the Coca-Cola Company was 
marked, and we think this finding is amply supported by the record. 
However, under the manner and form in which the beverage was put 
to the trade, the difference from the standpoint of appearance could 
not be detected by 


easily the consumer, and the case falls clearly 
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within the doctrine announced in Cusimano & Co. vy. Olive Oil Im- 
porting Co., Ltd., 114 La. 312, 38 South. 200. 

Defendant complains that the court below allowed the plaintiffs 
to recover the sum of $1,000 damages, and also ordered defendant to 
account for the profits which had been realized on the sales of the 
beverage: it being contended that there was no prayer to support 
such a recovery, in the first place, nor any provision of law under 
which it could be allowed, if claimed. However, paragraph C of 
the prayer is as follows: 

“That the damages sustained by your petitioners, and each of them, by 
reason of the defendant’s aforesaid unlawful acts, be ascertained, and that 
your petitioners, and each of them, have judgment therefor against the de- 
fendant, and that the said defendant be decreed to pay over to your peti- 


tioners, and each of them, the amount of said profits, together with all 
damages sustained.” 


The statute provides that— 


“All courts of competent jurisdiction shall grant injunctions * * * 
and may award the complaint in any such suit damages resulting from such 
manufacture, use, sale or display as may be by the said court deemed just 
and reasonable, and shall require the defendants to pay to such person * * * 
all profits derived,” etc. Act No. 49 of 1898, § 5. 

As stated in the case of Cusimano & Co. v. Olive Oil Importing 
Co., Ltd., supra, the exact extent of the damages in such cases is 
hard to ascertain, and it was the evident purpose of the Legislature 
to allow a reasonable amount of discretion to the court in determin- 
ing the amount to be awarded. In view of the facts and circum- 
stances of the present case, we do not think that authority has been 
abused. 

For the reasons assigned, the judgment appealed from is 
affirmed, at the cost of the appellant. 

O’NieLx, Judge, dissents from the decree allowing damages, 
and otherwise concurs. 


On REHEARING 


Lanp, Judge: A rehearing was granted in this case on the 


question of damages only. 
The defendant contends that the decree of $1,000 damages is a 
mere fiat of the trial judge, based upon no evidence whatever and 
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ultra petitionem, and that the correct judgment in his case should 
have been in favor of plaintiffs and ordering defendant to account 
to the plaintiffs, so that the question of damages, if any, could be de- 


termined. 


Plaintiffs allege, in article XXXII of their petition, that 


“Your petitioners show that, by reason of the fraudulent, wilful, and 
unlawful acts of the defendants as aforesaid, your petitioners have been 
and are prejudiced and injured in their business, and will be seriously and 
irreparably injured, unless defendant is restrained and enjoined from the 
aforesaid unlawful acts; and the reputation of your petitioners’ product 
has been and is endangered, and its sale of Coco-Cola, by reason of de- 
fendant’s acts, has been and will be seriously reduced; that it has already 
sustained loss and damage, the amount whereof cannot be stated with ac- 
curacy, by reason, among other things, of ignorance as to the quantity of 
defendant’s product that has been sold by defe ndant, as above complained 
of, and in other unfair ways, the number of crowns or stoppers and other 
articles sold bearing the name ‘Coca-Cola,’ or other imitations of your first- 
named petitioner’s trade-mark which have been used; that the damage done 
your three petitioners will exceed in each instance the sum of $2,000.” 


In the prayer of their petition plaintiffs pray: 


“That the defendant be cited and that there be judgment in favor of 
petitioners and against defendant, ordering said defendant to account and 
pay over to your petitioners all profits diverted from your petitioners or 
received by the said defendant issuing out of the use of said defendant of 
your petitioners’ trade-mark or trade-name ‘Coca-Cola, or by the sale of 
its products in a form sufficiently similar to the form of your petitioners’ 
product to cause deceit; that the damage sustained by your petitioners, and 
each of them, by reason of the defendant’s aforesaid unlawful acts, be as- 
certained, and that your petitioners, and each of them, have judgment there- 
for against the defendant, and the said defendant be ordered to pay over 
to your petitioners, and each of them, the amount of said profits, together 
with all damages sustained.” 


It will be seen from the above allegations in the petition and 

its prayer that plaintiffs pray for damages (1) for injury to the 
reputation of their products and in their business; (2) for the loss of 
profits which the defendant has diverted to itself, and the extent of 
which might possibly be determined by an accounting; but the ex- 
tent of the damage resulting from injury to the reputation of their 
products and consequent injury to their business, not being suscep- 
tible of exact proof, is left to the discretion of the judge. 

However, we consider the sum of $1,000 allowed in our former 


is therefore amended so as to 





and said decree 





decree as excessive, 
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reduce the damages therein allowed from $1,000 to $100, and, as 
amended, is reinstated and made the final judgment of the court. 

Provosty, C. J., and O’Niet, J., dissent on the ground that 
there were no damages. 





State v. Lupwic 
(237 S. W. Rep. 897) 


St. Louis Court of Appeals, Missouri, 


February 7, 1922 


TrapE-Marks AND TrapE-Names—Uwnrairn CoMpetirionN—UNtawFvut Use oF 

Union LaBEL., 

In an action under a state statute for unlawfully using a union 
label with intent to pass off goods not the manufacture of the union 
registering such label under the statute, the burden is on the state to 
prove that the label used was that described in the information, and a 
replica of that registered on the date named therein. 


In equity. Appeal from a sentence convicting of the unlawful 
use of a union label. 


Frumberg & Russell, of St. Louis, Mo., for appellant. 
Howard Sidener, Pros. Atty., of St. Louis, Mo., for the State. 


Becker, Judge: Defendant was convicted in the St. Louis 
court of criminal correction upon an information charging him and 
one John Reiflar with unlawfully affixing a registered union label or 
trade-mark to certain clothing sold by him. 

In general terms the information charged that the United Gar- 
ment Workers of America, an unincorporated voluntary association, 
registered a certain trade-mark or label with the Secretary of State 
of Missouri, the date of such registration being alleged in the in- 
formation as the 20th day of February, 1905, and said information 
contains a description of said label. It is then charged therein that 
the defendant attached “the genuine label or trade-mark of the 


United Garment Workers of America, as above set forth and de- 
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scribed,” to certain clothing which had not in point of fact been 
manufactured or made by any member or members of the said named 
association. 

The testimony to support the allegations of the information is 
to the effect that a young man and his mother bought a suit of 
clothes of the firm of which the defendant was a copartner; that in 
the negotiation for this purchase it was discovered that the coat 
had no union label upon it; that when the attention of the defendant 
was called to this fact he offered to give them an unattached union 
label, with the suggestion that they themselves might sew it into the 
garment of the suit; that this offer was refused, and the defendant 
thereupon stated he would have the union label affixed to the gar- 
ment; and that when the young man later returned to the store and 
called for the suit he found the union label attached thereto. 

The defendant denied that the suit was purchased at his store, 
or that he had attached the union label to any garment sold at his 
shop in the manner alleged in the information. 

The coat of the suit was produced at the trial, and a witness 
for the state, who testified that he had purchased the suit from the 
defendant, was shown the coat and a label attached thereto, and the 
witness identified the coat as the one purchased by him from de- 
fendant, and testified that the coat had affixed to it at the time of 
the purchase the label which was then in the coat. Just what this 
label consisted of, or the words, if any, which appear upon it, is not 
set out in this record; the record merely reciting that the state 
offered the coat in evidence. 

On behalf of state Martin C. Seeger testified that he was the 
general organizer of the United Garment Workers Association, and 
that said association had a duly registered union label; that the 
union labels which were issued by said association were numbered 
serially, and were issued, by B. A. Larger of New York City, who 
was the general secretary of the association, direct to the local cus- 
todian in the various sections of the United States; that each local 
custodian delivers the labels for use to the various garment manu- 
facturers in his district. He was asked whether he could state to 


whom the label in the coat produced at the trial had been originally 
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issued, and he testified that this particular label “was issued in 1904 
to William Block, as label custodian for the city of St. Louis.” 

Charles S. Zollman, a witness for the state, testified that he 
was local label custodian for the city of St. Louis, and had been so 
for a period of five years prior to the time of the trial; that the label 
which appeared in the coat produced at the trial had never been 
in his custody, and had been issued to one William Block, who had 
been label custodian in St. Louis some years before. 

The state introduced in evidence at the trial a certificate of 
registration of a union label of the United Garment Workers of 
America issued by the Secretary of State of Missouri, certifying that 
on January 14, 1914, Bernhardt A. Larger, general secretary, of 
New York, had filed for registration (No. 27881) a label, to which 
certificate was annexed a full, true and complete copy of such 
registration. 

From said certificate it appears that the union label therein 
registered “has been continuously used by the said United Garment 
Workers of America since December 4, 1913; that the label herewith 
filed for registration is intended by said United Garment Workers 
of America to supersede the label heretofore filed by it in the office 
of the Secretary of State of the state of Missouri on February 20, 
1905, and also filed in lieu of the last-mentioned label.” But no 
certificate of registration of any label filed with the Secretary of 
State of the state of Missouri on February 20, 1905, was introduced 
in evidence. See section 13263, R. S. Mo. 1919. 

Since the charge laid in the information is based upon the use 
of a union label registered with the Secretary of State of the state 
of Missouri on February 20, 1905, the appellant here urges that the 
state failed to prove the charge as laid in the information, and that 


the court therefore erred in refusing to discharge the defendant be- 
low. 


The prosecution in this case is based upon section 13265, R. S. 
Mo. 1919, which makes the wrongful or fraudulent use of any 
private label, brand, stamp or wrapper a misdemeanor. That por- 
tion of the section which is applicable to the present case reads: 








aka 


ee ee 


—! 





STATE V. LUDWIG 125 


“ * * * 


Or who shall wrongfully or fraudulently use the genuine 
label * * * with intent to pass off any goods * * * not the manu- 
facture of the * * * association or union of workingmen * * * to 
whom such label ? properly belongs, as genuine and original.” 

The information alleges that a certain label, describing it 
definitely in form and as to the words appearing upon such label, 
was registered with the Secretary of the State of Missouri on Febru- 
iry 20, 1905, and that the defendant unlawfully attached to articles 
of clothing the “genuine label and trade-mark of the United Gar- 
ment Workers of America as above stated and described,” that is as 
being the label and trade-mark registered February 20, 1905, and 
being in the form and containing the wording set forth in the in- 
formation, but, as noted above, the certificate of registration of 
February 20, 1905, was not introduced in evidence so that the trier 
of the fact could not determine whether the label which appeared in 
the coat offered in evidence was in fact a replica of the label and 
trade-mark so registered on February 20, 1905, as set out in the in- 
formation. 

Furthermore the evidence of the prosecution showed that the 
particular label which was introduced at the trial (whatever may 
have been its form and contents) was issued in the year 1904; there- 
fore before the registration of the label which the information 
alleges was duly registered on February 20, 1905. 

It may be that the information contains a more detailed descrip- 
tion of the label than was actually necessary, but a description of 
some kind was necessary, and, having described and identified this 
label in detail, the defendant was justified in relying upon such 
particular description as indicating the only label charged to have 
been used unlawfully, and the burden was on the state to offer sub- 
stantial detail of this description. State v. Smith, 31 Mo. 120; 
State v. Fay, 65 Mo. 490; State v. Chamberlain, 75 Mo. 382; State 
v. Samuels, 144 Mo. 68, 45 S. W. 1088; State v. McGrath, 228 Mo. 
$13, 128 S. W. 966. 

On this very question our Supreme Court, in the case of the 
State v. Samuels, supra, where the defendant was accused of forgery 
and the court held that it was not necessary to allege the intent to 


cheat or defraud any particular person, said: 
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“But although it is wholly unnecessary for the indictment to allege that 
the intent was to cheat or defraud ‘any particular person,’ to wit, Walter 
Robinson, yet being alleged, it became descriptive of an intent to defraud 
Walter Robinson and nobody else, and so there was an entire failure of 
proof; a failure to make the probata support the allegata. The issue joined 
by defendant’s plea of not guilty was (not whether he was possessed of a 
general intent to defraud, which under our statute would have been all that 
was necessary) but whether he had an intent to defraud Walter Robinson; 
that and nothing more. Says Bishop: ‘If a necessary allegation is made 
unnecessarily minute in description, the proof must satisfy the descriptive 
as well as main part, since the one is essential to the identity of the other.’ ” 


Therefore, though there is some testimony in the record tending 
to show that some label was attached to the suit of clothes purchased 
from the defendant, and that such suit was not manufactured by any 
one who had the right or authority to attach thereto a genuine label 
of the United Garment Workers of America, yet for failure to prove 
that the label in question was in point of fact such label as is de- 
scribed in the information and a replica of the trade-mark of label 
registered by said United Garment Workers of America with the 
Secretary of State on the 20th day of February, 1905, we must on 
the authority of the cases cited above rule that the state failed to 
prove the charge as laid in the information, and that the judgment 
should be reversed, and the defendant discharged. It is so ordered. 


Auten, P. J., and Daves, J., concur. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Fennina, A. C.: Opposition to the registration of a trade- 
mark for candy, consisting of a cherub, seated to the left of a globe, 
to the right of which is a standing cherub, holding in its hand a box 
marked “Universal”. 

Opponent’s mark consists of a cherub with bow and arrows and 
wielding a spoon in a steaming cup, upon a saucer. The cup bears 
the word “Wilbur”. There is no likelihood of confusion between 
these marks. Opposition dismissed.' 


1 Wilbur & Sons v. Universal Candy Co., 1389 Ms. Dec. 184, Oct. 31, 1921. 
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Fennine, A. C.: Suit for cancellation of trade-mark, No. 
128,151, for candies. 

The petitioner shows use of the words “Old Liberty” and the 
picture of a bell and of the words “Old Liberty Bell” for candies, 
from 1907. 

The registered mark shows a man in Colonial costume present- 
ing a box of candy to a woman in Colonial costume and the words 
“Liberty Belle’. No clear distinction exists between the words 
“Bell” and “Belle”. Cancellation ordered.’ 

Fennine, A. C.: Opposition to the registration of ““Ticono”’ 
on shield, as a trade-mark for gasoline and fuel oil. The word 
“Socony” was registered for opponent under Nos. 69,675, 92,733 
and 98,431. Differences in the color of the mark as used cannot be 
taken into account. The opposition was sustained.* 

Fennina, A. C.: Petition to cancel a trade-mark for socket 
wrenches, the word “Blackhawk”, No. 128,597. 

The petitioner relies on registration No. 100,921, of the word 
“Tomahawk”. It was held that the marks are so similar as to be 
likely to confuse. There was also proof of actual confusion. Since 
the respondent adopted his name with full knowledge of petitioner’s 
use, and entered the field at the suggestion of a former agent of 
petitioner, any doubt should be resolved against him. (Stamford 
Foundry Co. v. Thatcher Furnace Co., 200 Fed. Rep. 324 [3 T. M. 

tep. 49].)* 

Fennine, A. C.: The trade-mark “Whiteeth” for tooth paste, 
somewhat fancifully printed, is opposed by the registered owner of 
the mark “S. S. White.”” Held that there is no likelihood of con- 
fusion, though an effort was made to show that opponent’s goods 
were called for as ““White’s” Tooth Paste. The difference is more 
clear when the wrappers of the goods are examined. All opponent's 
advertisements make prominent “S. S. White’, not the name “White”’ 
above.® 


? Touraine Co. v. Shailer, 189 Ms. Dec. 132, Oct. 14, 1921. 

* Standard Oil Co. v. Tidewater Gasoline Co., 139 Ms. Dec. 137, Oct. 14, 
1921. 

‘Walden Worcester Inc. v. American Grinder Mfg. Co., 139 Ms. Dec. 
140, Oct. 15, 1921. 
* White Dental Mfg. Co. v. Macdonald, 139 Ms. Dec. 185, Oct. 31, 1921. 
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Fennina, A. C.: The trade-mark “Pulvo-Packer” for a soil 
pulverizer, was opposed by the registrant of “Culti-Packer’, No. 
109,450, April 11, 1916, for a like appliance. No testimony was 
taken by the applicant. 

The opposition was properly dismissed, inasmuch as the word 
“Packer” is used descriptively in sundry patents for such an im- 
plement, and there is no likelihood of confusion between the words 
“Culti’” and “Pulvo”’. 

The case of Coca-Cola Company v. Chero Cola Co., 288 O. G. 
432 [11 T. M. Rep. 252], in the U. S. Supreme Court is not in 
point, because there were in that case numerous instances of actual 
confusion, and “Coca-Cola” had been used since 1886, thereby ac- 
quiring a secondary significance.® 

Fennine, A. C.: Motion to ropen opposition and take newly 
discovered evidence, (Cf. 189 Ms. Dec. 40 supra), of actual pur- 
chases of “Pulvo-Packer’” by farmers who thought they were get- 
ting “Culti-Packers”. 

It appears the machines are alike in color and appearance, and 
not easily distinguishable. It is evident the confusion resulted from 
similarity in the appearance of the machines, not from the resem- 
blance of the marks. With this the Patent Office has nothing to do. 
Motion denied.‘ 

Fennina, A. C.: A trade-mark for a malt syrup for food pur- 
poses, consisting of the word “Crescent’’ followed by a square, 
diagonally divided into black and white portions and showing a 
crescent in red, was opposed by the owner of a trade-mark “Black 
and White”. 

The crescent so predominates that the presence of the black and 
white design would not be likely to confuse or mislead the public 
as to the origin of the goods. (Smith v. Kline §& French Co. v. 
American Druggists Syndicate, 273 Fed. Rep. 84 [11 T. M. Rep. 
327 ].)° 

° Dunham Co. v. Burch Plow Works Co., 139 Ms. Dec. 40, Sept. 17, 1921. 
7™Dunham Co. v. Burch Plow Works Co., 139 Ms. Dec. 255, Nov. 21, 

2 
man Plough Chemical Co. v. Fagan, 139 Ms. Dec. 6, Aug. 31, 1921. 
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Fenninea, A. C.: A trade-mark for oils and greases, consist- 
ing of the figure 4 surrounded by a diamond superimposed on rect- 
angle, was rejected because of prior registration of the words “Big 
Four” and the figure 4, each with added matter, Nos. 37,363, and 
37,905. It was held that there was likelihood of confusion. (Car- 
mel Wine Co. v. California Winery, 174 O. G. 586 [2 T. M. Rep. 
33}.) <A disclaimer of the figure 4 will not help. (Beckwith v. 
Commissioner of Patents, 252 U. S. 538 [10 T. M. Rep. 255].) 
The marks are to be taken as a whole, but in the case cited, the 
disclaimer went to “Merely descriptive’ words, not to a prominent 
feature of another’s mark, which is the case here with the figure 4.° 

Fennina, A. C.: The trade-mark “Floataford” for shock ab- 
sorbers was opposed by the Ford Motor Company. The opponent 
registered “Ford” for autos and parts, but has not made shock ab- 
sorbers. It was held that the opponent should be protected in ex- 
tending its mark and its business to these goods, when it desires. 
Applicant markets its device without showing thereon their origin 
of manufacture, marking them as follows:—‘“F loataford” and “Pat. 
Nov. 21, 1916”. The buyer is likely to believe the device originated 
with the Ford Motor Company (Ford Motor Co. v. Wilson, 223 Fed. 
Rep, 808 [5 T. M. Rep. 351]). The applicant may inform the 
public that it makes parts for Ford machines, but cannot present 
them as Ford parts (Akron-Overland Tire Co. v. Willys-Overland 
Co., 273 Fed. Rep. 674 [11 T. M. Rep. 281]).'° 

Fennine, A. C.: Appeal from the dismissal of a notice of op- 
position on the ground of lack of possible conflict between the marks. 
Opponent claims use of the words “Black and White” and of the 
colors black and white in the dressing of its goods. Opponent’s 
labels are commonly divided diagonally into black and white halves. 
Applicant is using the words “Red and White” and a rectangle di- 
vided diagonally into four triangles, the top and bottom ones being 
white and the right and left ones being red. The goods are alike, 
toilet preparations in each case. 


“I am unable to believe that the general public purchasing such goods 
are trained to a very accurate perception of distinction in trade-names.” 
* Ex parte, Big Four Oil & Grease Co., 139 Ms. Dec. 79, Oct. 6, 1921. 


” Ford Motor Co. v. Burpee-Johnson Co., 139 Ms. Dec. 110, Oct. 10, 
1921. 
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If the applicant should use a very dark red in his Jabel, it might 
be clearly indistinguishable from black and white and thereby mis- 
lead a purchaser. In this respect, likelihood of confusion seems 
possible. Opposition reinstated and case set for the taking of testi- 
mony. 

For use of various marks confusing the public—see Alaska 
Packers Assn. vy. Admiralty Trading Co., 214 O. G. 1095, 43 App. 
D. C. 198 [5 T. M. Rep. 251}.” 

Fennina, A. C.: Appeal from the dismissal of an opposition 
to the registration of a trade-mark for women’s dresses and aprons, 
children’s dresses, rompers and _ play-suits. 

Applicant’s mark consists of the word “Over-Em-All” with a 
disc in the center of the O, bearing the letters “CCCCo”. No testi- 
mony was taken for the applicant. 

Opponent’s mark is the word ‘‘Koveralls’, registration No. 
108,400. The evidence shows that orders for “Koveralls’’ were 
filled with goods of applicant and sometimes the sales slips were 
marked ‘“Koveralls”’. 


“IT am convinced that what caused the sale of applicant’s goods in 
place of opposer’s ‘Koveralls’ was not the similarity of marks, but similarity 
in the appearance of the goods. Refused to register this mark will not pro- 
tect the indolent purchaser, who cares not for marks. There is no sugges- 
tion in the record that any of the deceived purchasers paid any attention 
to the labels or marks or made any effort to see that they got goods marked 
‘Koveralls’ * * * * . The strength of the case on similarity of goods weak- 
ens the case on similarity of marks.” 

“Opposer had the whole gamut of the English language as well as his 
own imagination to work with in choosing a mark. As a result of his 
thoughts, he produced no remarkable coined word. He elected to choose a 
mark which of itself was a patent endeavor to play upon the common 
English word ‘overalls,’ so that a person asking for overalls might be 
supplied with ‘Koveralls.’ ” 

“It seems clear that if any attention were paid to the marks themselves, 
they would be readily distinguishable.”” 


"Plough Chemical Co. v. Isadore Bullion, 189 Ms. Dec. 298, Dec. 1, 
2 Tevi Strauss & Co. v. Cooper, Coate & Casey Dry Goods Co., 139 Ms. 
Dec. 246, Nov. 19, 1921. 
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Sworn and subscribed to by Arthur Wm. Barber, before me this 


twenty-eighth day of March, 1922 


a abe 


M. T. Hankins, Notary Public, Nassau County, New York. 
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My commission expires March 30, 1922.) 





